(D) REMARKS 



REJECTION RE INFORMALITIES 

In Para. 1 of the prior Action, claim 6 was objected to regarding the word "electronic" as an 
adjective to "field", i.e., to the term "electronic field." An amendment was made changing the 
term to "electrical field." The present Action states "It is noted however that applicant prefers to 
use term [sic, "the term"] "electrical field" instead of commonly use [sic, "the commonly used"?] in 
the art "electric field." For the record applicant-assignee HP rejects the notion that "electric field" 
is more common than "electrical field" and that they are not substantively equivalent. Applicant- 
assignee HP requests that the Examiner submitted evidence of such to substantiate his 
allegation if it is maintained. Otherwise, for the record, the quoted comment should be 
considered as nothing more than the Examiner's personal opinion. 

REJECTIONS UNDER SEC. 102 and 103 

In Para. 2 - 5 of the Action, are substantively verbatim copies of the previous Action mailed 
10/29/2004. Applicant-assignee HP hereby incorporates by reference the point-by-point 
Remarks filed in the Response that Office Action. 

In addition, the applicant-assignee HP makes the following reply to the Examiner's added 
"Response to Arguments" on Page 7 et seq., Para 9., of the present Action, wherein "the 
examiner respectfully disagrees" (Page 7, -line 21) with those previous Remarks by applicant- 
assignee HP. 

The Examiner first states, 

"To give the term "molecular" interpretation it is not necessary to search applicant's 
disclosure, the most common meaning would suffice." 

Applicant-assignee HP respectfully and adamantly disagrees. It is axiomatic that the patentee 
may be his own lexicographer. Loctite Corp. v. Ultraseal Ltd. . 781 F.2d 861, 228 U.S.P.Q. 20 
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(Fed. Cir. 1985); Fromson v. Advance Offset Plate, Inc. , 720 F.2d 1565, 219 U.S.P.Q. 1137 
(Fed. Cir. 1983). It is not the Examiner who gets to "interpret" nor determine the meaning of 
specific terms used in a specification and claims. 

It must be recognized that the terms-in-question here are actually: 

"electrically bistable, molecular colorant, " (claim 1) and 

"bistable, molecular colorant (claim 7) and 

"bistable, bichromal, molecular colorant" (claim 12). 
It is not just the word "molecular." There is a difference between saying in each case: "molecular 
colorant;" where "molecular" is an adjective modifying the noun "colorant," and saying 
"something is molecular," where "molecular" is used as a noun. Taken out of context in such a 
manner as with the Examiner's interpretation, one may then say that everything tangible is made 
of molecules or is molecular. But neither in a general sense nor as applied here may an 
Examiner act as lexicographer and merely insert a dictionary definition of a word without 
reference to the context in which it is used in the specification and claims themselves. To do so 
would be illogical both for the interpretation of patents at law and for the examination process 
itself. Thus when in the Response to Arguments the Examiner continues with the statement, 

"As such the colorant in the prior art is "molecular" since the dyes used are described by 

the inventor as consisting of molecules, and as such the claim language would read on 

the prior art.," 

he is incorrect on two levels. First, as to the law, supra, and second, as pointed out at length in 
the incorporated by reference Remarks, supra, in fact the applied prior art is not a "molecular 
colorant,"but actually in the respective inventors' own terms, a "microcapsule colorant." As 
discussed at length in the Background section of the present application and in applicant- 
assignee HP's prior Remarks, such is an extremely different technology. The prior art merely 
moves relatively macro-level balls of ink from one side of the inside of the capsule to another (or 
flips a two color hemispherical ball; see present application, Background section). Thus, when 
taken in context, it is undeniable that the prior art "microencapsulated colorants" of Comiskey, 
and others of the same ilk, are not present assignee-HP's "molecular colorant," having 
molecular level activation to change the molecular properties - e.g., stability, chromicity, and the 
like -- of substantially each and every individual molecule via mechanisms explained in depth in 
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the Appendix. Therefore, it is respectfully submitted that the rejections and Response to 
Arguments should be withdrawn. 

Moreover, the applicant-assignee HP has a right to rely upon the USPTO as a whole for 
consistency. The PTO has issued a patent (including the same Appendix as the present 
application) to the present applicant(s)-assignee HP in which the term "molecular colorant" has 
been held to accurately describe and distinguish the invention from the prior art: 

USPN 6,670,981 , see e.g., claim 1 : " A hard copy system comprising: a rewritable 
medium having a molecular colorant, and a laser printer for generating electrical files 
associated with said molecular colorant for writing and erasing a print image therewith." 
(Emphases added.) 

If individual Examiners are permitted to make arbitrary rules to conform patent applications to 
individual preferences regarding terminology, or permitted to be the lexicographer for the 
applicant,, the patenting system would decay into an unfathomable morass of peculiarities that 
no inventor could ever succeed in understanding or in complying with. It is no different from the 
doctrine of stare decisis which controls the lengths to which a court may go to render a decision 
or ruling if legal precedent has already been set in the past. Again, it is respectfully requested 
that the rejections and Response to Arguments be withdrawn on this ground also. 

Next, the Examiner contends that "[As] the applicant pointed out correctly, there is no need to 
read the Detailed Description limitations into a claim, when claim language could be interpreted 
in more broader and common meaning." Applicant-assignee HP made no such argument. To 
the contrary, the argument made was that: 

"It is axiomatic that claims are not to be interpreted in a vacuum. Slimfold Mfg. Col v. 
Kinkead lndus. ,810 f.2d 1113, 1 USPQ 2d 1563 (Fed. Cir. 1987); Moleculon Res. Corp. 
v. CBS, Inc. , 793 F.2d 1261, 229 USPQ 805 (Fed. Cir. 1986). The claim and 
specification language must be considered. DML Inc. v. Deere & Co. , 755 F.2d 1570, 
225 USPQ 236 (Fed. Cir. 1985). By ignoring the present application's use of the claims 
limitations as discussed in the Detailed Description, the argument as set forth in the 
Action ignores this requirement. Understanding, or Interpreting, a limitation already in a 
claim in light of the Detailed Description is not the same as an impermissible reading of a 
limitation into a claim. Otherwise, these court decisions are rendered meaningless. 
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Withdrawal of the rejection is respectfully requested." (Prior Amendment and Response, 
supra, Remarks section). 
This is exactly the opposite of the Examiner's contention and conclusion. 
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The Action's Response to Arguments fails on at least these three grounds. It is respectfully 
requested that they be withdrawn. 



Questions or suggestions that will advance the case to allowance may be directed to the 
undersigned by teleconference at the Examiner's convenience. 
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